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DETAILED ACTION 
Claim Objections 

1 . The numbering of claims is not in accordance with 37 CFR 1 .126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When 
claims are canceled, the remaining claims must not be renumbered. When new claims 
are presented, they must be numbered consecutively beginning with the number next 
following the highest numbered claims previously presented (whether entered or not). 
Misnumbered claim 66-81 been renumbered 65-80. Appropriate correction required. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 

the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b). by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



3. Claim 1-7,9-34, 36-39, 41-54, 56-80 rejected under 35 U.S.C. 102(e) as being 
anticipated by U.S. Patent 6,571 .220 B1 to Ogino et al. 



4. Regarding Claim 1, 

A system for material, comprising: 

providing protected copying of preprocessing unit having an output and capable of providing copy- 
once functionality on a material before providing said material on said output[Col 6 Line 52-67]; and 
recording unit coupled to said preprocessing unit output, and capable of searching for a copy-never 
indication in said material provided on said preprocessing unit output and copying said material unless 
said copy-never indication is found, but lacking capability to remark said material with a copy-no-more 
indication[Col 6 Line 39-51 J. 
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5. Regarding Claim 2, Ogino et al. discloses copy-never watermark is embedded within 
the material see Column 6 Line 23-33. 

6. Regarding Claim 3, Ogino et al. discloses the remarking of material when "copy-no- 
more" and "one copy" is found and not remarking when "never copy" is found see 
Column 6 Line 23-38 & Column 6 Line 8-15. 

7. Regarding Claim 4 and 5, Ogino et al. discloses the copy-one and copy-no-more 
watermark embedded within the material see Column 6 Line 8-15. 

8. Regarding Claim 6 and 7, Ogino et al. discloses the secure channel and checking of 
watermark information and also of key exchange see Column 6 Line 58-67. 

9. Regarding Claim 9, Ogino et al. discloses the searching for watermarks that 
represent "copy-once" see Column 12 Line 1 1-29. 

10. Regarding Claim 10 and 12, Ogino et al. discloses the step of finding the copy-once 
watermark after establishing secure channel see Col 14 Line 53-60. 

1 1 . Regarding Claim 1 1 , Ogino et al . disclose the step establishing secure connection 
before finding watermarks see Column 6 Line 52-64. 
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12. Regarding Claim 13, Ogino et al. discloses the preprocessing unit acting as though 
it had found the copy-once indication see Column 6 Line 39-51 . 

13. Regarding Claim 14. Ogino et al. disclose the audio-visual content see Col 8 Line 
29-40. 

14. Regarding Claim 15,16, 17 and 18, The "preprocessing unit personal computer is 
included on an expansion board of a personal computer" is met by Ogino et al. Col 15 
Line 53-65 

15. Regarding Claim 19, The "network appliance coupled to a recording unit" is met by 
Ogino et al. see Column 14 Line 57-60. 

16. Regarding Claim 20, The "preprocessing unit is included in a set-top box coupled to 
said recording unit" is disclosed by Ogino et al. see Column 7 Line 24-37. 

17. Regarding Claim 21, Ogino disclose DVD recordable drive see Column 6 Line 15- 
21. 

18. Regarding Claim 22, 

A method implemented in a recording unit for providing protected copying of material, comprising: 
detecting if a copy-never or copy-once indication is provided with a material; [Col 6 Line 8-15] 
If said copy-never indication Is detected, then not allowing copying of said material;[Col 6 Line 45-51] 
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if neither said copy-never nor said copy-once indication is detected, then allowing copying of said material; [Col 
12 Line 11-18] 

and if said copy-once indication is detected, then transmitting information of said detection of said copy-once 
indication back to a sender of said material provided a secure channel is established with said sender, 
othenA/ise not allowing copying of said material[Col 12 Line 19-29]. 



19. 


Claim 23 


is 


rejected 


under the 


same 


rationale 


as Claim 


14 above. 


20. 


Claim 24 


is 


rejected 


under the 


same 


rationale 


as Claim 


2 above. 


21. 


Claim 25 


is 


rejected 


under the 


same 


rationale 


as Claim 


4 above. 


22. 


Claim 26 


is 


rejected 


under the 


same 


rationale 


as Claim 


21 above. 


23. 


Claim 27 


is 


rejected 


under the 


same 


rationale 


as Claim 


15 above. 


24. 


Claim 28 


is 


rejected 


under the 


same 


rationale 


as Claim 


16 above. 


25. 


Claim 29 


is 


rejected 


under the 


same 


rationale 


as Claim 


17 above. 


26. 


Claim 30 


is 


rejected 


under the 


same 


rationale 


as Claim 


19 above. 


27. 


Claim 31 


is 


rejected 


under the 


same 


rationale 


as Claim 


20 above. 



28. Regarding Claim 32, The "method according to claim 22, wherein said transmitting 
Information of said detection of said copy-once indication back to a sender of said 
material provided a secure channel is established with said sender, otherwise not 
allowing copying of said material, comprises: if said copy-never indication is not 
said copy-once indication is detected, then detected and a secure channel already 
established with said sender of said material, then transmitting information of said 
detection of said copy-once indication back to said sender of said material, and 
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said secure channel is not already established with said sender of said material, then 
not allowing copying of said material" is met by Ogino et al. see Col 10 Line 53-64 & 
Column 9 Line 54-58. 

29. Regarding Claim 33, The "method according to claim 22, wherein said transmitting 
information of said detection of said copy-once indication back to a sender of said 
material provided a secure channel is established with said sender, otherwise not 
allowing copying of said material, comprises: "if said copy-never indication is not 
detected and said copy-once indication is detected, then establishing a secure channel 
with said sender of said material; if said secure channel cannot be established, then not 
allowing copying of said material; and if said secure channel is established, then 
transmitting information of said detection of said copy-once indication back to said 
sender of said material" is met by Ogino et al. see Col 10 Line 53-64 & Column 9 Line 
54-58. 

30. Claim 34 is rejected under the same rationale as Claim 7 above. 

31 . Regarding Claim 36, 37, and 38, Ogino et al. discloses transmitting information only 
when allowed based on watermarks and done thorough an secure channel see Col 10 
Line 53-64 & Column 9 Line 54-58. 

32. Claim 39 is rejected under the same rationale as Claim 7 above. 
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Claim 41 is rejected under the same rationale as Claim 5 above. 



33. Regarding Claim 42, 

A recording unit for providing protected copying of material, comprising: 
an input channel receiving a material for copying[Col 10 Line 11-18]; a primary 
detector coupled to said input channel to detect a copy-never indication and a 
copy-once indication are provided with said material[Col 9 Line 66-Col 10 Line 6] 
; and compliance logic coupled to said primary detector and configured such that 
if said copy-never indication is detected, then preventing said material from being 
copied, and if neither said copy-never nor said copy-once indication is detected, 
then allowing said material to be copied[Col 10 Line 47-64]. 



34. 


Claim 


43 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


14 above. 


35. 


Claim 


44 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


2 above. 


36. 


Claim 


45 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


4 above. 


37. 


Claim 


46 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


21 above. 


38. 


Claim 


47 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


15 above. 


39. 


Claim 


48 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


16 above. 


40. 


Claim 


49 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


17 above. 


41. 


Claim 


50 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


19 above. 


42. 


Claim 


51 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


20 above. 



43. Claim 52 and 53 are rejected under the same rationale as Claim 32 and 33 
respectively. 

44. Claim 54 is rejected under the same rationale as Claim 7 above. 

45. Claim 60 is rejected under the same rationale as Claim 5 above. 
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46. Regarding Clainn 61,62 and 63 compliance logic being processor, state machine 
and logic circuit are substantially taught by Ogino et al. see Column 12 Line 42-48 & 
Column 1 1 Line 36-43. 

47. Regarding Claim 64, 

A system for providing protected copying of material, comprising: 
a preprocessing unit having at least one input channel for receiving material and 
an output channel for providing an output, wherein said material is provided as 
said output if neither a copy-never indication nor a copy- once indication is 
detected as being provided with said material, said material is not provided as 
said output if either said copy-never indication is detected as being provided or 
said copy-once indication and a copy-no-more indication are both detected as 
being provided with said material, and an encrypted version of said material 
including said copy-no-more indication is provided as said output and said output 
channel is configured to be a secure channel said copy-once indication is 
detected and said copy-no-more indication is not detected prior to said inclusion 
with said material[Abstract & Col 1 1 Line 65-Col 12 Line 10]; and a recording unit 
coupled to said output channel of said preprocessing unit and including a primary 
detector to detect if a copy-never indication and a copy-once indication are 
provided with said preprocessing unit's output[Col 12 Line 42-48]; and 
compliance logic coupled to said primary detector and configured such that if 
said copy-never indication is detected, then not allowing said preprocessing unit's 
output to be copied, and if neither said copy-never nor said copy- once indication 
is detected, then allowing said preprocessing unit's output to be copied[Col 12 
Line 11-18]. 

48. Regarding Claim 65, The "compliance logic is further configured such that if said 
copy-once indication is detected, then establishing a secure channel with said 
preprocessing unit and passing information of said detection of said copy-once 
indication back to said 

preprocessing unit over said secure channel" is met by Ogino et al. see Col 13 Line 53- 



60. 
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49. Regarding Claim 66, The "preprocessing unit receives said infornration of said 
detection of said copy-once indication passed back by said recording unit, and provides 
said encrypted version of said material including said copy-no-more indication as said 
output over said secure channel" is met by Ogino et al. see Column 12 Line 19-33. 

50. Regarding Claim 67, The "recording unit further includes a secondary detector to 
detect if a copy-no-more indication is provided with said preprocessing unit output, and 
said compliance logic is further configured such that if said copy-once indication is 
detected and said copy-no-more indication is not detected, then passing information of 
said detection of said copy-once indication back to said preprocessing unit over said 
secure channel if said secure channel has already been established" is met by Ogino et 
al. see Column 6 Line 8-51 . 

51 . Regarding Claim 68, The "recording unit further includes a secondary detector to 
detect if a copy-no-more indication is provided with said preprocessing unit output, and 
said compliance logic is further configured such that if said copy-once indication is 
detected and said copy-no-more indication is not detected, then establishing a secure 
channel with said preprocessing unit and passing Information of said detection of said 
copy- once indication back to said preprocessing unit over said secure channel" is met 
by Ogino et al. see Column 6 Line 39-64. 

52. Claim 69 is rejected under the same rationale as Claim 14 above. 
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53. 


Claim 


70 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


2 above. 


54. 


Claim 


71 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


4 above. 


55. 


Claim 


72 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


5 above. 


56. 


Claim 


73 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


15 above. 


57. 


Claim 


74 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


19 above. 


58. 


Claim 


75 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


20 above. 


59. 


Claim 


76 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


21 above. 


60. 


Claim 


77 


is 


rejected 


under 


the 


same 


rationale 


as 


Claim 


7 above. 



61 . Claim 78,79, and 80 is rejected under the same rationale as Claim 61 , 62 and 63 
above respectively. 

Claim Rejections - 35 USC § 103 

62. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

63. Claim 8, 35,40,55 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 6571220 B1 to Ogino et al. in view of NPL^ to Stalling 

64. Ogino does not disclose the key exchange being done via Diffie-Hellman key 
exchange. However, Stallings discloses the use of Diffie-Hellman key exchange for use 
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betv^een two communicating devices see pp 296 paragraph 2-3. It would be obvious to 
one having ordinary skill in the art at the time of the invention to include Diffie-Hellman 
in the invention of Ogino in order to use an secure key exchange as taught in Stallings' 
see pp 296 paragraph 2-3. 

65. Claim 35 is rejected under the same rationale as Claim 8 above. 

66. Claim 40 is rejected under the same rationale as Claim 8 above. 

67. Claim 55 is rejected under the same rationale as Claim 8 above. 

Conclusion 

68. The following patents are cited to further show the state of art in general: 

U.S. Patent 6,633,723 B1 to Kuroda et al. 
U.S. Patent 6,707, 774 B1 to Kuroda et al. 
U.S. Patent 6320829 B1 to Matsumoto et al. 

69. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Venkatanarayanan Perungavoor whose telephone 
number is 571-272-7213. The examiner can normally be reached on 8-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gilberto Barron can be reached on 571-272-3799. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 



^ See stallings, WiHiam. "Diffie-Hellman Key Exchange". Crvptoqraphv and Network Security: Principles 
and Practices. Upper Saddle River. New Jersey: Prentice Hall, 2003. 293-296. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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